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A Blast to the Past:
Recent Changesin

Patent Litigation Forecast
a Return to the 2000s

JARED LOOPER

ecent changes in patent law have changed

the patent litigation landscape. This article

explores those changes, including changes

in the United States Patent and Trademark
Office’s regulations and practices and recent
appellate decisions. Those changes are likely to
push more patent litigation to federal district court,
making patent litigation look similar to how it was
in the early 2000s.

Status Quo

Before 2025, United States patent litigation largely played out in two
forums—litigation in federal district courts and specialized proceed-
ings called inter partes review (“IPR”) in the United States Patent
and Trademark Office (“PTO”). Both forums had essentially equal
importance in a patent case’s outcome. District courts provided rem-
edies for infringement, like damages and injunctive relief, and IPR
offered an opportunity to cancel patent claims after issuance. But
recent changes to two aspects of IPR—the process for initiating IPR,
and the estoppel effects of completed IPR proceedings in pending
district-court litigation—have limited the role IPRs play in patent liti-
gation. Those changes suggest that the United States patent-litigation
system is returning to the state of play during the early 2000s: where
federal district courts are the most important forum, and other
forums for patent litigation play second fiddle.

Patent Law Basics

Patents as Intellectual Property

Intellectual property law offers inventors a broad menu of options to
protect their ideas. One way to protect an invention is with a patent.

Patents can be granted to “[w]hoever invents or discovers any new
and useful process, machine, manufacture, or composition of mat-
ter.”! To receive a patent, an inventor files a patent application before
the PTO. The application includes, among other things, claims that
“define the invention” that an inventor seeks to patent.?

The PTO examines the application to determine whether the
inventor is entitled to a patent. That examination includes assess-
ing whether the invention claimed in the application meets several
substantive conditions for patentability. Two conditions involve
the claimed invention’s relationship to the prior art—the patent-law
word for publicly available information. One condition, novelty,
requires that the invention was not identically disclosed in the prior
art.> Another, obviousness, requires that the differences between
the claimed invention and the prior art are not obvious to a person
skilled in the relevant field.* The PTO also examines whether the
patent claims subject matter eligible for a patent, and whether the
specification adequately describes the invention (the written-de-
scription requirement) and teaches the public how to make and use
the invention (the enablement requirement).’ If the claims in the pat-
ent application meet those substantive requirements for patentability
and other statutory requirements, the PTO Director “shall issue a
patent” containing those claims in the application.®

Patents offer an invention powerful protection. In exchange for
disclosing an invention to the public and teaching the public how
to make and use the invention, a patent grants the inventor twenty
years of exclusive rights in the invention.” Those exclusive rights
include the rights to make, use, offer to sell, and sell the invention in
the United States.® That exclusivity can be incredibly valuable. The
PTO has said that patents help generate more than $8 trillion a year
in economic activity.’

Patent Litigation in District Court
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If someone violates, or infringes, a patentee’s exclusive rights to
her invention, the patentee can seek relief in multiple forums. Most
lawsuits for patent infringement proceed in federal district court.
Federal district court provides the full panoply of remedies available
to a patentee, including damages and injunctive relief.”

An accused infringer has multiple defenses to a patent suit. One
common defense is that the patent never should have issued—inva-
lidity, in the lingo of patent law. In district court, the commonly tried
invalidity grounds include ineligibility, lack of novelty (also called
anticipation), obviousness, lack of written-description support, and
lack of enablement." Invalidity can be difficult to prove in district
court, as an accused infringer has to prove it by clear and convincing
evidence.”? If the accused infringer proves a patent claim invalid,
however, that operates as a complete defense to liability. Thus, in
almost every patent case, an accused infringer raises one or more
invalidity defenses.

Patent Proceedings in the PTO

For almost 200 years, invalidity issues were tried only in district
court. Since 1980, however, Congress has allowed specialized inva-
lidity proceedings in the PTO. The first of these, ex parte reexamina-
tion, allows a person to request that the PTO reexamine an issued
patent. If the PTO Director grants the reexamination request, the
PTO reexamines the patent for compliance with the novelty and
nonobviousness requirements over limited types of prior art."”* While
anyone may request ex parte reexamination, only the PTO and the
patentee may participate in the reexamination itself. If the PTO de-
termines upon reexamination that the patent should not have issued,
the Director publishes a certificate cancelling that claim."

In 1999, Congress added a procedure called inter partes reex-
amination." Inter partes reexamination was much like ex parte
reexamination, except that it allowed a third-party requester (i.e., a
challenger other than the patentee) a limited opportunity to partici-
pate in the proceeding.'®

In 2011, Congress replaced inter partes reexamination with IPR.
Any person other than the patent owner can file a petition for IPR."”
That petition can request cancellation of one or more claims on the
grounds that the claim was not novel or was obvious based on a prior
art patent or printed publication.'®

IPR proceeds in two stages: institution and trial. If the Director
determines that “there is a reasonable likelihood that the petitioner
would prevail with respect to at least 1 of the claims challenged,” the
Director may institute IPR on the challenged claims."

If the Director institutes an IPR, the case proceeds to trial before
a panel of three administrative patent judges at the PTO’s Patent
Trial and Appeal Board (“PTAB”). IPR is an adversarial proceeding
that resembles district court litigation in many respects. Unlike in
reexamination, the patent challenger is a full participant in the pro-
ceedings. Both the challenger and the patent owner submit briefings,
evidence, and oral arguments before a three-judge PTAB panel.*

At the end of the process, the panel issues a final written decision
determining whether the challenged claims are unpatentable.?' The
panel must issue a final written decision within a year of institution,
with a six-month extension available for good cause.?? The PTAB’s
decision is subject to review by the Director, as well as the U.S. Court
of Appeals for the Federal Circuit on appeal.? If the final written
decision determines the challenged claims are unpatentable, and that
determination is affirmed on appeal, the Director issues a certificate
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cancelling any claim determined to be unpatentable.”

While similar to district court litigation in some ways, IPR also
differs in important respects. Notably, IPR petitioners must prove
invalidity only by preponderance of the evidence—a significantly
lower burden than the clear-and-convincing standard that applies in
district court.” As a result, IPR has proven attractive to accused in-
fringers. During fiscal year 2024, 1,250 petitions were filed. Of those,
the Director instituted 74 percent. And in instituted IPRs where the
PTAB issued a final written decision, it held 78 percent of challenged
claims unpatentable.

Once a final written decision holds a claim unpatentable, that de-
termination tends to stick. In 2024, the Federal Circuit, which hears
appeals from IPR and PTO proceedings, fully affirmed the PTO’s
decision in 84 percent of cases, and partially affirmed in another 8
percent.”’

Recent Legal Developments Chart Seismic Shift in

Patent Litigation

Recent legal developments have changed the patent-litigation land-
scape. Those legal developments relate to two parts of IPR: how the
Director decides whether to institute IPR, and the estoppel effects of
a completed IPR on district-court proceedings. The changes to IPR
institution have led to a steep drop-off in the number of instituted
IPRs. And recent decisions from the Federal Circuit limit the estop-
pel effects of an IPR on district court proceedings.

2025 Changes to IPR Institution Practice Reduce the
Number of IPRs

In 2025, the PTO and the Director made several changes that have
led to a decline in the number of instituted IPRs. To appreciate the
impact of these changes, some additional background is helpful.

Previous IPR Institution Practices

The Director’s decision on whether to institute IPR is discretion-
ary.?® In 2020, two precedential decisions from the PTAB—to which
the Director delegated his institution authority—set forth various
discretionary factors it would consider in deciding whether to
institute an IPR of a patent that was also being litigated in parallel
district-court litigation. One decision, called Fintiv, set out several
factors the PTAB would consider. One factor was the proximity of
the district court trial to the deadline for the final written decision
in an IPR.” Fintiv calculated that proximity using the scheduled trial
date in district court. The second decision, called Sotera, allowed
petitioners to stipulate that they would not pursue in district court
any invalidity issues that they raised or reasonably could have raised
in the IPR, thus limiting overlap between the two proceedings. If

a petitioner filed such a stipulation, called a Sotera stipulation, that
would “weigh[ ] strongly in favor of not exercising discretion to deny
institution” based on the parallel district-court litigation.*

In 2022, a new Director issued an Interim Memorandum modi-
fying Fintiv.*' Three changes were most prominent. First, the PTAB
would not discretionarily deny a petition based on potential overlap
with parallel district-court litigation if the petitioner filed a Sotera
stipulation in the parallel district court litigation. Second, when
considering the proximity of a district court trial date to the final
written decision date, the PTAB should use the district court’s medi-
an time-to-trial statistics, not the scheduled trial date (which did not
always stick). Third, absent abuse by a challenger or other relevant



circumstances, the PTAB would not discretionarily deny institution
based on Fintiv where a petition presented compelling evidence of
unpatentability.”

2025 Changes to Institution Practice

After the new Administration took office in early 2025, the PTO’s
new Acting Director enacted several changes to IPR institution
practice. First, the Acting Director rescinded the 2022 Memorandum
and directed the PTAB to apply Fintiv’s rule of calculating proximity
to the final written decision date using the scheduled trial date.”
The Acting Director also issued Interim Guidance that updated the
relevant factors for discretionary denial. In addition to the existing
Fintiv factors, parties could raise other considerations, including the
“[s]ettled expectations of the parties, such as the length of time the
claims have been in force.”**

The Interim Guidance did not define what length of time would
warrant finding settled expectations. Subsequent PTAB decisions
fleshed out that standard. In iRhythm Technologies, Inc. v. Welch
Allyn, Inc., the PTAB concluded that a petitioner’s knowledge of the
challenged patent twelve years earlier created settled expectations
that alone supported denying institution, even though no other
discretionary factors weighed in favor of denial.*® And in Dabico
Airport Solutions Inc. v. AXA Power APS, the PTAB concluded that
settled expectations attach once the challenged patent has been in
force for six years.* Many patents are not litigated in the first six
years after their issuance. The rise of settled expectations as a factor
independently supporting discretionary denial thus led the PTAB to
deny institution in many more IPRs than it had previously.

On October 17, 2025, the newly confirmed Director made more
changes to institution practice. The Director would now participate
in all aspects of the IPR institution.” This change further cratered
the IPR institution rate. From October 17 to December 1, 2025, the
Director instituted no IPRs. As of January 28, 2026, the Director has
instituted review in only 17.45 percent of IPRs**—a dramatic depar-
ture from the historical average of 67 percent.”

Legal Challenges to 2025 Changes in Institution Practice

Those changes in institution practice brought their own legal chal-
lenges. So far, though, the Federal Circuit has not been receptive to
them.

One group of challenges relates to the rescission of the 2022
Memorandum. The Federal Circuit first addressed those challeng-
es in In re Motorola Solutions, Inc.” There, Motorola brought a
mandamus petition on several grounds. It argued that: 1) the 2022
Memorandum was improperly rescinded without notice-and-com-
ment rulemaking; 2) the application of the rescission to Motorola’s
already-pending IPR petition was arbitrary and capricious; and
3) the rescission denied Motorola due process. The Federal Circuit
rejected each of those challenges." The Federal Circuit has since
denied several other mandamus petitions challenging the rescission,
largely tracking the reasoning in Motorola.”

Other mandamus petitions challenge settled expectations as a
discretionary denial factor. The Federal Circuit has so far rejected
those challenges, too.*”

Several challenges to these changes in institution practice are
pending. If the current pattern holds, those challenges are unlikely
to return IPR institution practice to the pre-2025 status quo. Barring
any new developments, the Director will institute many fewer IPRs.

The recent changes to institution practice mean that the Director
is instituting fewer IPRs in cases involving parallel district-court liti-
gation. As a result, the unpatentability theories that would be raised
in an IPR now will often be raised in district court.

New Developments in the Estoppel Effects of IPRs

The changes in IPR institution practice at the front-end are not

the only legal developments reducing the role IPRs play in patent
litigation. New developments in the estoppel effects of IPRs have
also limited the impact IPRs have on district-court proceedings.
Developments in issue-preclusion law generally favor patent own-
ers, while developments in IPR statutory estoppel generally favor
accused infringers. Both have the effect of limiting the impact of IPR
final written decisions on district-court litigation.

New Limits on the Issue-Preclusive Effect of IPR Final

Written Decisions

The first major development limits the issue-preclusive effect of
IPRs. When a patent claim is cancelled in IPR, the Federal Circuit
holds that any pending infringement suits based on that claim are
extinguished.* What happens, though, to litigation about the inva-
lidity of similar claims? In district court litigation, the Federal Circuit
has concluded that a court’s determination that a claim is invalid
can have issue-preclusive effects on other patent claims. If one claim
is similar enough to an invalidated claim such that any differences
between the claims do not make a difference for invalidity purposes,
then both claims are invalid as a matter of issue preclusion.*

When the claims are litigated in two courts, this makes sense. The
burden of proof for showing invalidity is the same in both forums—
clear and convincing evidence. But can that same issue-preclusion
reasoning apply to claims cancelled in IPRs? The Federal Circuit
addressed this question in Kroy IP Holdings, LLC v. Groupon, Inc.*®
In Kroy, the patentee sued the accused infringer for patent infringe-
ment. The accused infringer sought IPR of the asserted patent
claims, and those claims were cancelled. The patentee amended the
complaint to assert infringement of additional patent claims. The
accused infringer argued that the newly asserted claims and the
claims cancelled in IPR did not have any differences that changed the
invalidity question. Thus, the accused infringer tried to invalidate the
newly asserted claims as a matter of issue preclusion, based on the
cancelled claims in the IPR.

Kroy rejected that argument and concluded that IPRs do not
have issue preclusive effect in district-court litigation. It based that
conclusion on the principle that issue preclusion may not apply
when issues are litigated in two forums with different burdens of
proof. While an accused infringer must show invalidity by clear and
convincing evidence in district court, a petitioner in IPR must only
show unpatentability by a preponderance of the evidence. Showing
a fact by a preponderance of the evidence does not establish it by
clear and convincing evidence. Thus, the Federal Circuit concluded
that unpatentability determinations in an IPR could not have issue
preclusive effect on similar patent claims in district court.” That put
IPRs and courts on different footings. The upshot is that an accused
infringer has to either cancel similar claims in a separate IPR or show
the claims are unpatentable in district court.*

New Limits on Statutory Estoppel for IPRs

The second major estoppel development involves statutory estoppel
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following an IPR. The IPR statute’s estoppel provision provides that,
if the Board issues a final written decision in an IPR, the petition-

er may not argue in district court “that the claim is invalid on any
ground that the petitioner raised or reasonably could have raised
during that [IPR].”*

As a reminder, the kinds of unpatentability challenges that can
be raised in an IPR are limited: A patent can be challenged in an IPR
“only on a ground that could be raised under section 102 [anticipa-
tion] or 103 [obviousness] and only on the basis of prior art consist-
ing of patents or printed publications.”*® A petitioner thus may argue
in an IPR that a challenged patent is invalid because it was anticipat-
ed, or rendered obvious, by an earlier patent or printed publication.

In Ingenico Inc. v. [IOENGINE, LLC, the Federal Circuit addressed
a dispute about the scope of the IPR estoppel provision.” There, af-
ter receiving a final written decision in an IPR, the accused infringer
sought to argue that the same patent claim was invalid in district
court because the invention was in public use before the patent’s
priority date. The patentee argued that the evidence supporting the
public-use theory was “entirely cumulative and substantively iden-
tical to” evidence that would have supported a printed-publication
invalidity theory that could have been raised in the IPR.*> Accord-
ing to the patentee, the IPR statute’s estoppel provision barred the
public-use invalidity defense because it rested on a “ground” that
“reasonably could have been raised” in the IPR.

The Federal Circuit rejected the patentee’s argument. It conclud-
ed that “grounds” for purposes of the IPR estoppel provision are “the

» «

theories of invalidity available to challenge a claim,” “not the prior art
asserted during an IPR.” Thus, IPR statutory estoppel did “not pre-
clude a petitioner from asserting the same prior art raised in an IPR
in district court,” so long as it offered that evidence in support of a
theory of invalidity that could not have been raised in an IPR. As no
one disputed that a public-use theory could not be raised in an IPR,
the Federal Circuit concluded that the IPR estoppel provision did
not bar that public-use theory in district court, even if it was based
on evidence that could have been raised to support a different theory
in the IPR.%

Kroy's and Ingenico’s Impact on District Court Proceedings

Kroy and Ingenico both limit the impact that IPRs have on district
court proceedings. After Kroy, patentees can sue for infringement

of patent claims that are not different for invalidity purposes from
claims cancelled in IPR without worrying that issue preclusion will
invalidate the asserted claims. And after Ingenico, accused infringers
can support invalidity theories that cannot be raised in IPR with
evidence that could support a permissible theory in IPR. Both cases
provide patentees and accused infringers the ability to raise more in-
fringement and invalidity arguments than some previously thought.

Trying More Issues in District Court Is More Expensive and
More Complex

The changes in IPR institution practice and the developments in
estoppel law push more patent-litigation issues to district court. That
will make patent litigation more complicated. Patent litigation in
district court raises all manner of issues. The substantive patent-law
issues include various invalidity issues—ineligibility, anticipation,
obviousness, lack of enablement, and lack of written-description
support—as well as infringement, damages, injunctive relief, willful-
ness, enhanced damages, and attorney’s fees. Federal district court
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also brings several non-patent procedural issues, including standing,
personal jurisdiction, venue, joinder, the admissibility of expert
evidence, and the myriad complications that attend jury trials.

Increasing district courts’ prominence also makes patent litiga-
tion more expensive. One scholar has noted that the median cost
of an IPR through appeal was $350,000 in 2015. The typical cost
of district-court litigation ranged from $2,000,000 in lower-stakes
cases to $5,000,000 or more in the highest-stakes cases.” Some of
that expense comes from district-court litigation taking longer. By
statute, IPRs result in a final written decision within 18 months of
institution.* In the most common patent jurisdictions, it usually
takes significantly longer to get to a jury trial—typically 24 months
or more.* And getting to trial does not immediately result in final
judgment. Patent cases often feature extensive post-trial proceed-
ings arising from requests for injunctive relief, the trial of equitable
defenses to patent infringement, and motions seeking judgment as a
matter of law or a new trial.

The added complexity from district court doesn’t just come from
the multiplicity of issues or the lengthier proceedings. The Federal
Circuit is also more likely to remand in appeals from district courts.
In 2024, the Federal Circuit affirmed 84 percent of appeals from the
PTO in full, while it affirmed only 65 percent of appeals from district
courts in full.”” Remand may require a new trial, new post-trial brief-
ing, and a new appeal, which adds to the complexity and cost.

It is unclear, however, whether substantive outcomes materially
differ between IPRs and district courts. In a December 2025 letter
to the PTO, a group of law professors calculated that IPR petition-
ers win in whole or in part (i.e., get at least one claim cancelled) in
45 percent of cases, while the invalidity rate in district court is 42.4
percent.” Thus, at least for unpatentability and invalidity, there does
not appear to be a significant difference in outcomes. The difference
instead appears to be in the procedures used to resolve each case,
including the issues raised and how long proceedings take, and the
ultimate deciders of many core issues in a patent case—a panel of
three PTAB judges or a lay jury.

As Kroy and Ingenico demonstrate, however, there may be some
silver lining to litigating patent disputes in a single forum. The re-
duced costs in IPRs manifest when a patent claim challenged in IPR
is cancelled. If there are further proceedings in district court after an
IPR final written decision, the estoppel issues may increase, rather
than decrease, the complexity of the district-court litigation. Thus,
while district-court litigation is generally more expensive and com-
plex, trying all issues in one forum may provide benefits that balance
against that increased complexity.

Whatever the substantive upshot of these changes to patent litiga-
tion is, though, one thing is clear—the change in United States patent
litigation from a multi-forum to a largely single-forum endeavor will
have significant effects on how patent litigation proceeds in the near
future. ©
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